12/06/2004 16:36 FAX 8586121909 



GNF Docket No.: P0026US20 
Confirmation No.: 4754 



GNF 



RECEIVED 

CENTRAL FAX CENTER 

DEC 0 6 2004 



PTC7SB/97 <0aO3) 
Approved for usd through 07/31/20Q8, OMB 0851-0031 
US. patent ana TmdomftiH omce; u.8, oepartment op commerce 
Under mo Paperwork Reduction Act of 1095, no persons art required to respond to a collection of worrnation unte« i» conlamB o vaW OMB contra number. 



©001 



Certificate of Transmission under 37 CFR 1.8 

I hereby certify that this correspondence for U.S. Patent Application No. 
10/054,498 filed January 22, 2002 in re John B. Welsh, et sL is being 
facsimile transmitted to the United States Patent and Trademark Office at 
facsimile number (703) 872-9306 on December 6. 2004. 

Date 



/ / Signature 

-lillR Clarke 

Typed or printed name of person signing Certificate 

Customer No. 29490 

Genomics Institute of the Novartis Research Foundation 
Telephone: 858-8 1 2-1 855 
Fax: 858-812-1981 



Note: Each paper must have its own certificate of transmission, or this certificate 
must identify each submitted paper- 



Attachments; 

1. Form PTO/SB/21 Transmittal Form (1 pg.); 

2. Form PTO/SB/1 7 Fee Transmittal with authorization to charge Deposit Account No. 50- 
1885 in the amount of $110 for one month extension of time (1 pg. + 1 pg. copy); 

3. Response to Restriction Requirement mailed October 5, 2004 (6 pgs.); and 

4. Fax Cover Sheetwith Certificate of Transmission under 37 CFR 1 .8 (1 pg.). 
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minutes to complete, inching garnering, preparing, and *gbmming tna completed application form to the USPTO. Time Wilt vary depending upon 
the individual case. Any comments on the amount of time you require to complete this form and/or suggeetione for reducing thli burden, should 
be sent to the Cnfef inform alien Officer. U.S. Patent end Trademark Office, U.S. Department of Commerce, P.O. Box 1450. Alexandria, VA 
22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS, send TOt Commissioner for Patents, P.O. Box 
1460, Alexandria. VA 22313-1450. 

ff you nead assistance in c&nptottng the form, call 1-8Q0-PTO-9199 and select Option 2. 
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FEE TRANSMITTAL 


Application Number 


107054.498 


for FY 2005 


Filing Date 


01/22/2002 


First Named Inventor 


John B. Welsh 


EEt&tw 10SD1/2OO4. PatMtfttStmwOjOCt to annua* revision. 


Examiner Name 


UNOAR, SUSAN NMN 


□ Applicant claims small entity status. See 37 CFR 1.27 


Art unit 


1642 


VtOTAL AMOUNT OF PAYMENT I ($) 110 


Attorney Docket No. 


P0026US20 


J 



METHOD OP PAYMENT (check eg that apply) 



□ ChecK □ Credit card □ Money □ Other □ None 
Order 

SI Deposit Account: 



Deposit 
Account 
Number 

Deposit 

ACODUnt 

Name 



Genomics Institute of the Novsnls 
Foundation 



The Director is authorized to: (cheek oil that BppJy) 
(3 Charge fee(a) indicated below E Credit any overpayments 
0 Charge any additional fee(s) or any underpayment of fae(B) 
□ Charge fee(s) indicated below, except for the filing fee 
to the above-Identified deposit account 



FEE CALCULATION 



1. BASIC 


FILING FEE 




Lame Entity 


Small Entltv 




Fob PC© 


Fee 


Fee 


Fee DescrtpdflU 


Code ($) 


Cede 


(*> 




1001 790 


2001 


395 


LttUlry rang fee 


1002 350 


2002 


178 


Design filing fee 


1003 550 


2003 


275 


Plant filing tee 


1004 790 


2004 


39S 


Reissue filing fee 


1005 160 


ZOOS 


80 


Provisional filling fee 



Fee Paid 



SUBTOTAL (1) 



2. EXTRA CLAIM FEES FOR UTILITY AND REISSUE 

Fee Worn 

E xtra Claims below Fee Paid 

~] x| 



Total Claims 

Independent 
Dlsrns 



]-20** * GT 
-3* 



Co: 



= o 



Larne Entity 






Fee 


Cede It) 


Coda (9) 


1202 10 


2202 0 


1201 99 


2201 44 


1203 300 


2202 150 


1204 88 


2204 44 


1205 16 


2205. 9 



Ctatms In excess of 20 
Independent claims in excess of 3 
Multiple dependant ctelm. if not paid 
** Reissue Independent darns ovor 
origin* patent 

** Raisaua datma m excess of 20 end 

OVW Criglnol potent 



SUBTOTAL (2) 



(5)0 



3. ADDITIONAL FEES 



FEE CALCULATION (OOnSnuod) 







Small EndW 


1 


Fee 
cede 


Fee 

I*) 


Fee 

WWO 


Fee 

/CI 


Fee Description Fee 


1051 


130 


20S1 


65 


Surcharge - late filing fee or oath 


1052 


SO 


2052 


29 


Surcharge - late provisional filing fee or cover 
Sheet 


1053 


130 


1053 


130 


Non-Sngflah specHlcBHon 


1812 


2.520 


1612 


2,520 


For fUlng a request for ex parte reexamination 


1604 


920* 


1B04 


820* 


Pinntinmlnn mihtlnrrtlnr* of SIR OTior to 

Examiner action 


1B05 


1,840" 


1805 


1.840* 


Requesting publication Of SIR after 
Examiner action 


1251 


110 


2251 


55 


Extension for re pry wtthtn Hrst month 


1252 


430 


2252 


215 


Extension (or repfy wenm second month 


1233 


080 


2253 


490 


Extension for reply wnwn mini month 


12S4 


1,530 


2254 


783 


Extension for repry wtthtn fourth month 


1266 


2,080 


2255 


1.040 


Extension for reply wfrren fifth month 


1401 


340 


2401 


170 


Notice of Appeal 


1402 


340 


2402 


170 


FlQng a brief In support of an appeal 


1403 


300 


2403 


150 


Request for oral hearing 


1451 


1.S10 


1451 


1.510 


Petition to institute a public use proceeding 


1462 


110 


2452 


55 


Petition to revive - unavoidefiiB 


1453 


1.370 


2453 


685 


Petition to revive - unintentional 


1601 


1,370 


2501 


685 


Utility issue fee (or reissue) 


1502 


490 


2502 


245 


Design issue fee 


1503 


660 


2503 


330 


Plant issue fee 


1460 


130 
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Petitions to the Commissioner 


1007 


50 


1807 


SO 


Processing fee under 37 CFR 1.17 <q) 


1800 


180 


1808 


1B0 


Submission of information Disclosure Stmt 


0021 


40 


8021 


40 


Recording each patent assignment per 




property (times number of properties) 


1809 


790 


2809 


396 


FRing 0 supmtefiton a«er final rejection 
(37 CFR § 1.129(a)) 


1810 


790 


2810 


395 


For each addJtJonaJ invention to be 
examined (37 CFR § 1.129(b)) 


1601 


700 


2501 




Request for Continued Examination (RCE) 


1802 


900 


1902 
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Request for expedited examination 
of s design application 



Other fee (specify) 
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SUBTOTAL 
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Date 
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oppfsstian. Cftrtfidentelty id govemed 0y 35 U.6.C. 122 end 37 CFR 1.14. Thin col taction fs estimated to take 12 minutes to omnpfcrto. hcX^Hr oathertng, preparing, ana *uDmtalng cms 
completed eppikajtton form to the USPTO. Time will very depending upon the Individual case. Any comment* on Ihe amount of time you require to complete this form and/er auqoostlona 
for redudng thte burden, should bo rant to the Chief Information Officer. U.S. Patent end Trademark Offtoo, OS. Department of Commerce. P.O. Box 1450, Atoxandria, VA 22818-1450. 
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Effective 10*31/2004* Patentees an $uh^ to anfivafrtviakii^ 



□ Applicant claims small entity status. See 37 CFR 1.27 



TOTAL AMOUNT OF PAYMENT 



(?) no. 




method OP PAYMENT (check efl ttaf afipiy) 



fee calculation (continued) 



□ Check □ Credit card D Money □ other □ Nona 

Order 
Cj3 Deposit Account 



3. ADDITIONAL FEES 



Deposit 
Account 
Number 

Oepoeft 
Account 



Genomics institute of tho Nov- 


arus Research 


Foundation 





The Director Is authorized to: (check all that apply) 
0 Charge fee(s) Indicated below 0 Credit any overpayments 
B Charge any additional fee(s) or any underpayment of reefs) 
□ Charge tee(s) indicated below, except fdr tho filing fee 
to the above-identified deposit account 



FEE CALCULATION 



1. 


BASIC 


FILING FEE 




Lsroa Entity 


Small Entitv 




Fee 
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Fee 


Fee Desert dUdii 


code 
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(%) 




1001 


790 


2001 


3fiS 


utility filing fee 


1002 


3S0 


2002 


175 


Design fifing fee 


1003 


650 


2003 
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Plant Wing raa 


1D04 


790 


2004 


395 


Reissue filing fee 


1009 


160 


2005 


00 


PfevfSioner filing 



Fee Paid 



SUBTOTAL (1} 



JM1 



2. EXTRA CLAIM FEES FOR UTILITY AND REISSUE 

Fee from 

Extra Claims baiow Fee Paid 



rota) Claims 


I 


-1-20- 


-I 


Indepertctent 
Claims 


| 


1- 


•I 


Dependent 




Small Entity 


Fee 
Code 


Fee 
(S) 


Fee 
Code 


Fee 
<*) 


1202 


19 


2202 


9 


1201 


09 


2201 


44 


1203 


300 


2203 


190 


1204 


SB 


2204 


44 


1205 


19 


2205. 


9 



J xl 

X 



□ = I o I 



:i i-n^~i 



Claims in excess or 20 
independent tisiens b*i qjcos s s of 3 
lAjtUpta dependent etoxn, V not paid 



** Reissue claims in excess of 20 end 
over original patent 



LArtM 


Enthv 


Small Entity 




Fee 
Cods 

1051 


Fee 

($) 
130 


Fee 
code 

2051 


Fee 
(9) 
99 
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Surcharge - late fling tea or oath 


1052 


50 


2052 


25 
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sheet. 


1053 
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1053 


130 


Non-Ergllsh cpecrOcaUon 


1912 


2,520 


1912 


2,520 


For filing a request Tor ex parte reexamination 


1804 


920* 


1604 


920* 


Requesting publication of SIR prior to 
Examiner action 


1805 


1,940* 


1605 


1.940* 


Requesting puWhwtton of SjR after 
Examiner ectten 


1261 


110 


2291 


56 


Extension tor reply wttMn firs! month 


1252 


430 




219 


Extension for reply wtthln second month 


1253 


990 




490 


Extension for reply wtthln third month 


1294 


1.530 


2254 


795 


Extension tor reply wtthln fourth month 


12SS 


2,090 


2259 


1.040 


Extension for reply wtthln fifth month 


1401 


340 


2401 


170 


Notice of Appeal 


1402 


340 


2402 


170 


Filing a brief si support of sn appeal 


1403 


300 


2403 


150 


Request for oral hearing 


1451 


1.910 


1451 


1.510 


Petition to institute a public use proceeding 


1452 


110 


2462 


63 


Petition to revive - unavoidable 


1493 


1,370 


2453 


699 


Petition to revive - unintentional 


1901 


1,370 


2501 


665 


Utility issue fee (or reissue) 


1502 


490 


2502 


245 


Design Issue fee 


1503 


880 


2503 


330 


Plant issue fee 


1400 


130 


1490 


130 


Petitions to Die Commissioner 


1607 


SO 


1907 


50 


ProceessTg fee under 37 CFR 1 .1 7 (q) 


1909 


ISO 


1808 


1B0 


Submission of Information Disclosure Stmt 


9021 


40 


BQ21 


40 


Recording each patent assignment per 
property (times number of properties) 


1909 


790 


2909 


395 


Filing a submission after final rejection 
(37 CFR $ 1.129(a)) 


1910 


790 


2910 


399 


For each additional Invention to be 
examined (37 CFR f 1 .129(b)) 


1B01 


790 


2901 


393 


Request for Continued Examination (RCE) 


1802 


900 


1802 


800 


Request for expedited examination 
of a design application 



110 



SUBTOTAL (2) 



(9)0 
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-Reduced by Basic Filing Fee Paid 
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titration No. (Attorney/Agent) j 47.163 


Telephone 


856-612-1539 


Sftrtrfure 






Obfv 


December o, 2004 





included on this form. Provide credit card information and authorization on PTO-2038. 
This couecuon orinrormallQn Is required by 37 CFR 1.17 and 1.27. The Information la required to obtain or retain a beneOL by the public which is by the "3PT0 le process>en 



for reeudng trsa tsa^cea should b^ Mm MMt , m 

OO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1430, Alexandria, VA 22313-1490. 
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3 Pee Transmittal Form 

□ Fee Attached 

3 Amendment / Reply 

□ After Fnal 

□ AfndavrtaWeciaration(s) 

3 Extension of Time Request 

□ Express Abandonment Request 

□ information Disclosure Statement 



□ Certified Copy of Priority 
Documents) 

□ Reply lo Missing Parts/ 
Incomplete Application 
□ Reply to Missing Parts 

under 37 CFR1.52 or 1.53 



ENCIOSUF 

□ Drawing^) 

□ Licenslng-raiated Papers 

□ Petition 

□ Petition to Convert to a 
provisional Application 

□ Power of Attorney, Revocation 
Change of Correspondence 
Address 

□ Terminal Disclaimer 

□ Request for Refund 

□ CD. Number of CD(s) , 

□ Landscape Table on CD 



O After Allowance Communication to TC 

□ Appeal Communication to Board 
of Appeals and Interferences 

HI Appeal Communication to TC 
< Appeal Mode©, Brief, Reply Brief; 

□ Proprietary Information 
Q status Letter 

EI Other endosure(s) 
ff*os>*e Idontfy oe/ow}: 
Form PTO/SB/17 Fee Transmittal with 
authorization to charge Deposit Account No. 50- 
1885 In the amount of $110 for one month 
extension of time (1 pg. + 1 PS- copy): ^P? 1 ?® 
to Restriction Requirement mailedOctober 6, 2004 
(8 pgs.); Certificate of Facslmila Transmittal (1 pg.) 



RemaiKs 



The Director Is authorized to charge any additional fees to Deposit 

Account No. 50-1885. 

A one-month extension of time to reply to the Restriction Requirement mailed on 
October 6, 2004 Is respectfully roquestod- 



Frm 



Signature 



Prints Name 



SIGNATURE OF APPLICANT. ATTORNEY. OR AGENT, 



Genomics Institute of the Novartta Research Foundation 



Hugh Wang 



December 6. 2004 



Rag. No. 



47.163 



CERTIFICATE OF TRANSMISSION 



' " rT™ rZjili^ transmitted to the U.S. Patent and Trademark Office at facsimile number 
I hereby certify that this correspondence Is being facsimile transmitted to me u.a. 

(703) 672-9306 on the date indicated below. — 



Signature 



Typed or printed name 



Jjl(p? Clarke 



~*| Date | December S, 2004 



Tracenw* Ota. U.S. Dopartmonl °' Cq*™^. p o ^ Al^andri* VA Z2313-14S* 
ADDRESS. SEND TO: Conwrtfca loner for Patent*, P.O. Bo* 1450, AiManww, 



(T you 



n*«3 assistance In compfettng *° *vm. l-eOOnPTO-ff 1 W end eetc* option 2. 
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CENTRAL FAX CENTER 
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Attorney Docket No.: P0026US20 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: 


Examiner: Susan Ungar, Ph.D. 


John B. WELSH et al. 


Art Unit: 1642 


Application No. : 1 0/054,498 




Filed: January 22, 2002 


Response to Restriction Requirement 


For: GENES OVEREXPRESSED IN 
PROSTATE DISORDERS AS 
DIAGNOSTIC AND 
THERAPEUTIC TARGETS 





Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Arlington, VA 223 1 3-1450 



This is submitted in i*sponse to the Restriction Requirement mailed October 5, 
2004 in the above-captioned patent application A one-month extension of time is requested 
with this reply. Applicants request reconsideration of the Requirement for Restriction. 

The Restriction Requirement restricted the pending claims into 10 separate 
groups. In addition, it alleged that there are 4.5xl0 103 different inventions in each group. It 
required Applicants to elect one of the groups and also one invention from the alleged 4.5x10 
different inventions. The basis for me restriction was that "Tables 2, 3 and 4 consist of 73 



105 
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